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DECISION ON APPEAL
Applicants appeal the final rejection claims 1-6, 8-9, 12-17, and 23-36. We have jurisdiction
pursuant to 35 U.S.C. § 134.

! Application for patent filed July 24, 1992.
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Background
The subject matter of the invention is amedical method. In particular, the claims are directed to

amethod for treating a viral condition caused by an enveloped virus. According to the specification

[e]nvel oped viruses include afusion protein that changes conformation from a
native form to a fusogenic form. This promotes fusion of the viral membrane
with the host cell membrane, resulting in injection of viral contents into the host
cell.

Specification, p. 1, lines 19-22. Applicants list the following families of viruses as enveloped viruses:

Togaviridae, Flaviviridae, Coronaviridae, Rhabdoviridae, Filoviridae,
Paramyxoviridae, Orthmyxoviridae, Bunyaviridae, Arenaviridae, Retroviridae,
Hepadnaviridae, Herpesviridae, Poxviridae and Iridoviridae.

Specification, p. 4, lines 31 - 34. The conditions which can be treated using the invention are said to
include

rubella, yellow fever, rabies, influenza, Korean hemorrhagic fever, common
colds, respiratory syncytia virus, measles, mumps, HIV, hepatitis B, Herpes
simplex, CMV, chicken pox, smallpox, Marburg virus, hemorrhagic fever,
Lassafever and African swine fever.

Specification, p. 4, line34 - p. 5, line 4.

According to applicantsthevira condition istreated by administering atherapeuticaly effective
amount of asubgtituted benzene compound to the patient. The substituted benzene compound is genericaly
defined as abenzene compound comprising a2-R?, 3-R*1-0OX*, 4-OX?where at least one of R* and R?
include a carbon linkage to the benzene ring and OX* and OX? are smultaneoudly hydroxy. See Claim
1. Applicants specification dso tellsusthat the trestment is effective because the compound inhibitsfuson
of thevira membrane with the cell’ sendosoma membrane by binding near the stem region or the hinge
region of thevirus hemagglutinin glycoprotein. The bound compound reducesthe ability of the fusion
protein to adopt the fusogenic conformation. Specification, p. 1, line 31 - page 4, line 19.

Independent claims 1, 14, 23 and 26 are representative (Appendix of claims, p. 1-3):
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1 A method of treating avira condition caused by an enveloped virus, sad
method comprising using a therapeutically effective amount of a compound
selected from the group cons sting of a subgtituted benzene, wherein said benzene
comprises a2-R?, 3-R%1-0OX*, 4-OX? compound where at least one of R* and
R? include a carbon linkage to the benzene ring and OX* and OX? are
simultaneously hydroxy.

14. A method of tregting avira condition caused by an enveloped virus, said
method comprising using athergpeuticaly effective amount of acompound having
an IC,, of lessthan 10° M in the INF assay, wherein said compound comprises
asubstituted benzene, wherein said benzene comprisesa2-R?, 3-R%1-OX, 4-
OX? compound where at least one of R and R include acarbon linkage to the
benzene ring and OX* and OX? are simultaneously hydroxy.

23. A method of treating avira condition caused by an enveloped virus, sad
method comprising using athergpeutically effectiveamount of acompound which
binds near the hinge region or near the stem region of hemagglutinin.

26. A method of tresting avird condition wherein the viral condition is caused
by avirushaving afusion protein which hasanative, non-fusogenic conformation
and a second, fusogenic conformation, the method comprising using a
therapeutically effective amount of acompound which bindsto the fusion protein
inthe native conformation and reducesthe ability of thefusion protein to adopt the
fusogenic conformation.

Aswe understand the subject matter of claims 1 and 14, the substituted benzene compound set forth in
these claimisrepresented by thefollowing structural formula:
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In other words, claims 1 and 14 as we understand them, require that 2-R*, 3-R*-1-OX*, and 4-OX?

subgtituentsmust dl to be present on the benzenering s multaneoudy. Wehaveindicated thering positions

(1-6) according to standard benzene ring nomenclature. 1-OX* and 4-OX? have been indicated as

hydroxy (OH) since claims 1 and 14 each require that “OX* and OX? are simultaneously hydroxy.”
Applicants further define R* and R? at page 11 of their specification:

Moregenerdly, R* and R? each can be ahydrocarbon, saturated or unsaturated,
potentially aromatic, generdly hydrophobic, up to about C,,, but R* and R? taken
together should include at least two carbon atoms. R* or R? or both can be
electron donating or slightly electron withdrawing, e.g. -CH,-O-CH,, CH,O-R?
(where R®is a generally hydrophobic hydrocarbon, saturated or unsaturated,
potentially aromatic, up to about C,;) or -CH?-COOH or estersthereof. R* and
R? cannot both be strongly eectron withdrawing, e.g. halogen or nitrile. R* and R?
arepreferably hydrophobic. R*and R? can be part of acarbocyclic structure, e.g.
naphthoquinone or compound 83, but should not be part of a highly polar
heterocycle. Such a carbocyclic structure may be saturated, unsaturated, or
aromatic. Preferably R?, and R?if present, should have acarbon residuein the
position **- to the 1,4-dihydroquinone ring.

We also note that claims 23 and 26 define the invention in terms of a step (e.g., “using a
therapeutically effectiveamount of acompound” coupledwithafunction(e.g., “ which bindsnear thehinge
region or near the stem region of hemagglutinin”).

The examiner asserts several grounds of rejection:

1. The subject matter of claims 1, 5-6, 8-9, 14-16, 26-27 and 31-36 isrejected under 35

U.S.C. § 101 asfailing to be auseful process;
2. The subject matter of claims 23-25isrgected under 35 U.S.C. 8 101 asfailingto be a

useful process,
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3. The subject matter of clams 13-15 and 23-30 isrgected under 35 U.S.C. 8112, 11, as
failing to be supported by an enabling disclosure;

4, The subject matter of claims 1, 5-9, 12-15, 21, 23-28 and 31-36° is rejected under 35
U.S.C. 8112, 11, asincluding subject matter which is not supported by an enabling
disclosure;

5. The subject matter of claims 1-6, 8-9, 13-17, 21, 30, and 31-36 is rejected under 35
U.S.C. 8§ 102(b) as anticipated by either of the following references:

Chemical Abstract Bogdanova et a. (Bogdanova) 1970
73:129328z

Chemica Abstract Grinev et a. (Grinev) 1976
85:56546e

6. The subject matter of claims 1-6, 8-9, 12-17 and 23-26 is regjected under 35 U.S.C. §

103 as unpatentabl e over the combination of Bogdanovaand Grinev and thefollowing

references:®
Chemical Abstract Thiel et al. (Thiel) 1976
84160055
UsS Patent Lavieet a. (Lavie) February 6,
4,898,891 1990

2 This rejection was actually expressed by the examiner as two separate rejections. Claims 34-36

were subject to only one of the two rejections. Because of our disposition of the rejections we do not have to
distinguish between the two grounds.

3 We note that the examiner’s statement and discussion of the rejection refersto aLeach et al.
reference. Examiner’s Answer, p. 8. However, thisreference is not listed on page 2 of the Answer setting out the
prior art relied upon, a copy of the reference could not be located in the record, nor were we able to find it listed on
the PTO Forms 892 and 1449 of record.
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Soviet Union
Inventor’s
Certificate 923,028

Chemica Abstract
96:199209k

Chemica Abstract
115:231795

Ordzhokikidze Chem-Pharm
(Ordzhokikidze)

Korsakovaet a. (Korsakova)

Lyubchanskaya et al.
(Lyubchanskaya)

Disposition

February
1983

1982

1991

23,

Wereverse the regjections based on 35 U.S.C. 88 101 and 112; vacate the rejections under 35

U.S.C. §102(b) and 103 and remand the application for further examination on these grounds; and enter

anew ground of rejection under 35 U.S.C. 8112, ] 2.

The Burden of proof

Analysis

In proceedings before the PTO the examiner has the burden of establishing the primafacie case
of unpatentability. Inre Oetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cir. 1992); In
re Fritch, 972 F.2d 1260, 1265, 23 USPQ2d 1780, 1783 (Fed. Cir. 1992); In re Piasecki, 745 F.2d
1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); In re Rinehart, 531 F.2d 1048, 1052, 189 USPQ
143, 147 (CCPA 1976). To meet thisburden the examiner must present afactual basis supporting the
conclusion that a prima facie case exists. See In re Freed, 425 F.2d 785, 787, 165 USPQ 570, 571
(CCPA 1970); InreWarner, 379 F.2d 1011, 1016, 154 USPQ 173, 177 (CCPA 1967); Inre Lunsford,
357 F.2d 385, 391, 148 USPQ 721, 725 (CCPA 1966).
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Theregectionsunder 35 U.S.C. §101

With respect to the so called utility requirement of 35 U.S.C. 8101, the CCPA hasdescribed the
requirements for establishing a primafacie case of lack of utility:

Asamatter of Patent Office practice, a specification which containsa
disclosure of utility which correspondsin scope to the subject matter sought to be
patented must be taken as sufficient to satisfy the utility requirement of § 101 for
the entire claimed subject matter unless thereisreason for oneskilled intheart to
guestion the objective truth of the statement of utility or its scope. Assuming that
sufficient reason to question the statement of utility and its scope doesexist, a
rejection for lack of utility under 8 101 will be proper on that basis; such a
rejection can be overcome by suitable proofsindicating that the tatement of utility
and its scope as found in the specification are true. [Emphasis added.]

In re L anger, 503 F.2d 1380, 1391-92, 183 USPQ 288, 297 (CCPA 1974).
Rejection of claims 1. 5-6, 8-9, 14-16, 26-27 and 31-36

Thereisno assertion raised that the utility disclosed in the specification fail sto correspond to the
scope of the claimed subject matter. Indeed, the specification expresdy satesthe utility as“treating avira
condition caused by an enveloped virus.” Specification, p. 4, lines21-22. Thisisthe same utility as set
forthintheclaims. Thus, the stated utility must be considered sufficient unlessthe examiner presents
evidence and reasoning which would give one having ordinary skill in the art reason to doubt the objective
truth of the application’s statement of utility.

Theexaminer correctly notesthat many of theclamsread ontreating AIDS. Theexaminer asserts
that “[t]reatment efforts, and effortsto curethisgroup of related symptoms have produced noidentifiable
positiveresults.” Examiner’ sanswer, p. 3. However, theexaminer hasnot provided any evidencewhich
supportsthisassertion. The examiner’ sreliance on Ex parte Balzarini, 21 USPQ2d 1892 (Bd. Pat. App.
& Interferences 1991), anon-precedential opinion of thisboard, doesnot help the examiner’ sposition.

InBazarini the examiner provided ampleevidenceto support the position that those skilledintheart would

not believe that successful in vitro testing would be areasonable basisfor predicting in vivo efficacy. This
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evidence included publications which were contemporaneous with and subsequent to Bazarini’ s 1987 filing
date. Herethe examiner has not provided any evidence to support the asserted lack of utility. The
Badzarini opinionitself cannot serve asrdevant evidence asto how the asserted utility would be judged by
those working in the art when the application wasfiled in 1992. At best, Balzarini indicates what those
skilled art would have believed in 1987 asto predictability frominvitro tests. However, Balzarini doesnot

cresteaper seruleof lack of utility for dl AIDS-related inventions. In making argjection for lack of utility
it isthe examiner’ sburdento provide evidence showing that those working in the art would not believethe
objectivetruth of the stated utility at thetimethe application wasfiled. Langer, 503 F.2d at 1391-92, 183
USPQ at 297. Such evidenceislacking here and the examiner hasfailed to make out aprimafacie case
for lack of utility.

Because we hold that the examiner has not made out aprimafacie case, it isnot necessary for us
to address the White declaration with respect to this ground of rejection.

Thergectionof claims 1, 5-6, 8-9, 14-16, 26-27 and 31-36 under 35 U.S.C. § 101 isreversed.

Rej ection of claims 23-25

The examiner rgectsthese clamson adifferent theory. Inthe examiner’ sview theclaimsread on
effecting variousbiochemical pathwaysand assuch do not set forth aviable utility. Examiner’ sAnswer,
p. 5. The examiner asserts that

[u]nlessthe pathway at issueiscritical to tresting some condition, and the pathway
modification and disease treatment are inexorably linked, such pathway
modificationisdevoid [of] utility. . . . The skilled artisan could affect abiochemica

4 Our reversal of this rejection should not be construed as an indication that we are questioning the
truth of the examiner’s statement that “[t]reatment efforts, and efforts to cure this group of related symptoms have
produced no identifiable positive results.” The examiner may very well be right on this point. However, the examiner
must provide evidence to prove this assertion.
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pathway, in apatient without producing any therapeutic benefit or physiologically
detectable effect.

Examiner’s Answer, p. 6.

We do not agree with the examiner’ simplicit position that claims which read on affecting
biochemical pathwaysnecessarily do not set forth aviable utility. Weknow of no such per serule. It may
bethat, based on appropriate evidence, claimsdirected to effecting biochemical pathways can be held to
lack utility. However, we do not haveto makethat determinationin thisappea becausethergected clams
set forth autility not just apathway. Claim 23 specifically statesthat the method isfor “treatingavira
condition. . . usingatherapeuticaly effective amount of acompound. . ..” “Vira condition” isdefined
in the specification as

rubella, yellow fever, rabies, influenza, Korean hemorrhagic fever, common colds,
respiratory syncytia virus, measles, mumps, HIV, hepatitisB, Herpessmplex,
CMV, chickenpox, smdlpox, Marburg virus, hemorrhagic fever, Lassafever and
African swine fever.

Specification, p. 4, line 34 - p. 5, line4. Theclaim also requiresthe use of a“therapeutically effective
amount” of the compound. This phrase requiresthat the compound have abeneficial effect onavira
condition such asinfluenza. The claim does not encompass affecting a biochemical pathway without
producing a therapeutic benefit or physiologically detectable effect as asserted by the examiner.

Additionaly, aswith claims 1, 5-6, 8-9, 14-16, 26-27 and 31-36, the examiner hasfailed to
support theholding of lack of utility with any evidencewhich would present doubts asto the objectivetruth
of the statements of utility in the specification and claims.

The rgjection of claims 23-25 under 35 U.S.C. § 101 isreversed.
Theregectionsunder 35 U.S.C. 112 {1

The standardsfor establishing aprimafacie case of lack of enablement issimilar to that for lack
of utility:



Appeal No. 95-1364
Application No. 07/919,287

[A] specification disclosure which containsateaching of the manner and process
of making and using theinvention in termswhich correspond in scopeto those
used in describing and defining the subject matter sought to be patented must be
taken asin compliance with the enabling requirement of thefirst paragraph of
Section 112 unlessthereis reason to doubt the objective truth of the statements
contained therein which must be relied on for enabling support.

Fiers v. Revel, 984 F.2d 1164, 1171-72, 25 USPQ2d 1601, 1607 (Fed. Cir. 1993) guoting In re
Marzocchi , 439 F.2d 220, 223, 169 USPQ 367, 369 (CCPA 1971).

The specification, when filed, must enable one skilled in the particul ar art to use the invention
without undue experimentation. Inre Goodman, 11 F.3d 1046, 1050, 29 USPQ2d 2010, 2013 (Fed.Cir.
1993); In re Wands, 858 F.2d 731, 737, 8 USPQ2d 1400, 1404 (Fed. Cir. 1988). The specification
must provide enablement asbroadly astheinventionisclaimed. Goodman, 11 F.3d at 1050, 29 USPQ2d
at 2013, Inre Vaeck, 947 F.2d 488, 496, 20 USPQ2d 1438, 1444 (Fed. Cir. 1991)

Theregjection of claims 13-15 and 23-30 under 35 U.S.C. 112, 11

The examiner has objected to the specification under 35 U.S.C. § 112, 11, concluding that the

specification does not enable one having ordinary skill in the art to make and use the claimed invention.
Claims 13-15 and 23-30 were rejected under 35 U.S.C. § 112, 1 1, for the reason set forth in the
objection to the specification.

The examiner hasfailed to demongtrate that the applicants disclosure does not contain ateaching
of the manner and process of using the claimed invention in termswhich correspond in scopeto the terms
used in describing theinvention. Thus, the examiner hasthe burden of providing evidence or reasoning to
establish abasisto challenge the objective truth of the statementsin the specification. Fiers, 984 F.2d at
1172, 25 USPQ2d at 1607. Inthe examiner’s view certain critical information is missing from the
disclosure. The examiner notes:

Applicantsclamagroup of compoundsthat possessaspecific utility, yet fail to set
forththetest or the compoundsthat might fit thetest criteria. Claimsto preventing
disease conditions are presented, yet Applicant fails to provideinformation that

10
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would enable the skilled artisan to identify individuasin need of such preventive
treatment. The instant invention proposes treating viral etiological agents
embodying "afuson proteinwhich has andtive, non-fusogenic conformation and
asecond, fusogenic conformation”, yet failsto fallsto [Sc] provide informeation that
would enable the skilled artisan to identify the specific etiologica agentstreatable
by the claimed antiviral method.

Examiner’ sAnswer p. 6-7. However, the absence of information from the specification isnot abasis,
aone, for concluding that the specification in not enabling. The examiner must also establish that because
of the missing information, one having ordinary skill in the art would not be able to make and use the
claimed invention without undue experimentation. The examiner hasnot met that burdeninthiscase. The
examiner has not provided any evidence which would alow usto hold that undue experimentation would
be necessary to practicethe claimed invention. For all the record shows, the alleged missing information
iswithinthelevel of ordinary skill intheart. Such information need not be disclosed in the specification.
In_re Buchner, 929 F.2d 660, 661, 18 USPQ2d 1331, 1332 (Fed. Cir. 1991); Lindemannn
M aschinenfabrik GMBH v. American Hoist & Derrick Co., 730 F.2d 1452, 1463, 221 USPQ 481, 489
(Fed. Cir.1984). Indeed, the specification preferably omits, that whichiswell knownintheart. Hybritech,
Inc. v. Monoclonal Antibodies, Inc., 802 F.2d 1367, 1384, 231 USPQ 81, 94 (Fed. Cir. 1986), cert.
denied, 480 U.S. 947 (1987); Lindemannn, 730 F.2d at 1463, 221 USPQ at 489.

The rgjection of claims 13-15 and 23-30 is reversed.
Theregjection of claims 1, 5-9, 12-15, 21, 23-28 and 31-36
The examiner rgectsclams 1, 5-9, 12-15, 21, 23-28 and 31-36 under 35 U.S.C. 8112, 1 1,

holding that the subject matter isbroader than the enabling disclosure. The examiner assertsthat the subject
matter of claims 1, 5-9, 12-15, 21, 23-28 and 31-33 are enabled only as to the specific vira etiologic
agents named in the specification. The examiner also assertsthat the subject matter of clams1, 5-9, 12-
15, 21, 23-28 and 31-36 isenabled only asto the specifically named antiviral compounds. Examiner’s

Answer, p. 7.

11
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Asweindicated above, the examiner has the burden of proof. The examiner must provide
evidence or reasoning tending to show that the person of ordinary skill in theart could not practicethe
invention with unexemplified compoundsand etiol ogica agentswithin the scope of the damswithout undue
experimentation. The examiner has not met that burden. The examiner has presented no evidence or
reasoning tending to show that undue experimentation would be necessary.

The examiner notesthat the disclosure asfiled doesnot include an“OX” compound as required
by, for example, by claims 1 and 14. However, these claims expresdy require OX* and OX? to be OH
thuslimiting these claimsto hydroquinone derivatives. Theexaminer hasnot provided any evidencewhich
establishesthat the person having ordinary skill inthe art would not be able to practice the clamed invention
using hydroquinone derivatives without undue experimentation.

The rgjection of claims 1, 5-9, 12-15, 21, 23-28 and 31-36 under 35 U.S.C. § 112, 1, is
reversed.

Theprior art rejections

Therejection of claims 1-6, 8-9, 13-17, 30, and 31-36 under 35 U.S.C. § 102(b)®

The examiner has rejected these claims over either of Grinev or Bogdanova, two Chemical
Abstracts, abstracting Russian language articles by Grinev et a. and Bogdanovaet al.

For areference to be anticipatory, it must describe, either expressly or under the principles of
inherencey, each and every feature of the clamed invention. Verdegaa Bros. v. Union Qil Co., 814 F.2d
628, 631, 2 USPQ2d 1051, 1053 (Fed. Cir.), cert. denied, 484 U.S. 827 (1987); RCA Corp. v. Applied
Digital Data Sys., Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed. Cir. 1984). Neither abstract

appearsto expresdy describe acompound falling within the scope of rgected claims 1-6, 8-9, 13-17, or

31-36, and the examiner has not provided an explanation of how the other limitations of the claims are met

5 The examiner’ s statement of the rejection also refersto claim 21. Examiner’s Answer, p. 8.
However, claim 21 has apparently been canceled.

12
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by the abstracts. The examiner has aso not explained how the abstracts expresdy describe acompound
which bindsto afusion protein required by claim 30. No evidence showing or reasoning explaining how
the claimed subject matter isinherently described by the abstracts hasbeen provided. We recognize that
the Bogdanovaabdtract refersto aryl and alkyl ana ogs of p-benzoquinone and hydroquinone hdides. We
find this teaching ambiguous and the examiner has not provided an explanation of how the aryl or akyl
andogs meet theclaim limitations. Thus, neither Bogdanovaand Grinev describe an embodiment within
the scope of the claimed subject matter.

Whilewearein effect reversing the examiner’ srejection under § 102(b) based on the Grinev and
Bogdanovaabstracts, we note that the Russian language publications which were abstracted appear to be
highly pertinent to the claimed subject matter. These publications are not of record in the gpplication. The
examiner has not indicated that the references are not availablein the PTO or that attemptsto obtain the
articlesthrough inter-library loan were unsuccessful. Wetherefore, vacate the rgjection and remand the
gpplication to the jurisdiction of the examiner for further prosecution and consideration of the Bogdanova
and Grinev articles.

Therejection of claims 1-6, 8-9, 12-17 and 23-26 under 35 U.S.C. § 103

The examiner hasrgected these clamsunder 35 U.S.C. 103 as unpatentable over the combination
of Leachetal., Grinev, Bogdanova, Thiel, Korsakova, Lyubchanskaya, Ordzhonikidzeand Lavie. We
vacate and remand this rejection also.

Theexaminer’ sanswer relieson and discussesalL each et al. reference. Examiner’ sAnswer, p.
8. Thisreference, however, isnot of record in the application, A copy of the referenceis not present in
the application file. Nor isit listed on the PTO Forms 852 and 1449 of record. Thus, we are unable to
evaluate the teachings of the reference. 1n addition, the rgjection relies on the meager descriptions of

abstractsof foreignlanguage publications. Thesepublicationsappear highly relevant tothe claimed subject

13
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meatter. The publications appear to be available through interlibrary loan.  The state of the current record
precludes us from evaluating this rejection.

Accordingly, we vacate the rejection of clams 1-6, 8-9, 12-17 and 23-26 under 35 U.S.C. §103
and remand the application for further proceedingsincluding properly including acopy of the Leach et d.
reference and consideration of the full text of the abstracted articles.
New Ground of Rejection under 35 U.S.C. §112, 712

Claims 31-33 arergiected under 35 U.S.C. 8112, 2, asindefinite. These claimsare dependant
onclams1, 14 and 27, respectively. Assuch they aresubject to the mandatory claim construction of of
8112, 4. That paragraph provides in part:

A claim in dependent form shall be construed to incorporate by reference all
limitations of the claim to which it refers.

Thusthe limitation of claims 1, 14 and 27 must be read into claims 31-33. Each of clams 1, 14 and 27
requiresthat “ OX* AND OX? are simultaneousdly hydroxy.” Claims 31-33 eachincludethelimitation
“wherein one of OX* AND OX?is hydroxy and the other is OR* where R*is saturated or unsaturated
hydrocarbon of lessthanfour carbons.” Thus, clams31-33 areinternally incons stent in simultaneoudy
requiring (1) that OX* and OX? both be hydroxy and (2) that only one of OX* and OX¢ be hydroxy and
the other be OR*. The inconsistency renders the subject matter of the claims 31-33 indefinite.
This decision contains a remand and a new ground of rejection pursuant to 37 CFR §
1.196(b)(amended effective Dec. 1, 1997, by final rule notice, 62 Fed. Reg. 53,131, 53,197 (Oct. 10,
1997), 1203 Off. Gaz. Pat. & Trademark Office 63, 122 (Oct. 21, 1997)). 37 CFR § 1.196(b) provides
that, “ A new ground of rejection shdl not be considered find for purposes of judicid review.” Inaddition
37 CFR §1.196(e) providesthat adecision which includes or alows aremand is not final for purposes

of judicia review.

14
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37 CFR 8§ 1.196(b) aso providesthat the appellant, WITHIN TWO MONTHS FROM THE

DATE OF THE DECISION, must exercise one of the following two options with respect to the new

ground of rejection to avoid termination of proceedings (8 1.197(c)) asto the rejected claims:

(1) Submit an appropriate amendment of the claims so rejected or a showing of
factsrelating to the claims so rejected, or both, and have the matter reconsidered by the
examiner, in which event the application will be remanded to the examiner. . . .

(2) Request that the application be reheard under 8§ 1.197(b) by the Board of
Patent Appeals and Interferences upon the same record. . . .

No time period for taking any subsequent action in connection with this appeal may be extended
under 37 CFR § 1.136(a).

REVERSED-IN-PART, VACATED-IN-PART, REMANDED, 1.196(b)

JOHN D. SMITH )
Administrative Patent Judge )
)
)
)
RICHARD E. SCHAFER ) BOARD OF PATENT
Administrative Patent Judge ) APPEALSAND
) INTERFERENCES
)
)
TERRY J. OWENS )
Administrative Patent Judge )
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